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DETAILED ACTION 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-19, drawn to an ink composition, classified in class 106, subclass 
31.6. 

II. Claims 20-35, drawn to method of printing, classified in class 347, 
subclass 100. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as product and process of use. The inventions can 
be shown to be distinct if either or both of the following can be shown: (1 ) the process 
for using the product as claimed can be practiced with another materially different 
product or (2) the product as claimed can be used in a materially different process of 
using that product (MPEP § 806.05(h)). In the instant case the product can be used in a 
materially different process such as lithographic printing. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Bradley Haymond on March 31 ,2005 a 
provisional election was made with traverse to prosecute the invention of Group I, 
claims 1-19. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 20-35 withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8 and 14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term "high" in claim 8 is a relative term which renders the claim indefinite. 
The term "high" is not defined by the claim, the specification does not provide a 
standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. 

The term "low" in claim 8 is a relative term which renders the claim indefinite. 
The term "low" is not defined by the claim, the specification does not provide a standard 
for ascertaining the requisite degree, and one of ordinary skill in the art would not be 
reasonably apprised of the scope of the invention. 

Claim 14 recites the limitation "the first domain" in line 1 of claim 14. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 14 recites the limitation "the second domain" in line 2 of claim 14. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4, 9, 10-12 and 19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kato (US Patent 6,440,203). 

Kato teach an ink composition comprising a first colorant and a second colorant, 
a penetrating agent, water and a water-soluble organic solvent. The first colorant is a 
pigment, which is dispersible and/or dissolvable in water without any dispersant and the 
second colorant is a pigment and a dispersant for the dispersing the pigment (abstract 
and col. 2 lines 33-35). The reference further teaches that the self-dispersing pigment 
has a functional group attached to the surface, wherein the functional group may be 
carbonyl, carboxyl, and sulfone group (col. 2 lines 43-47). The first and second colorant 
may be a carbon black pigment (col. 3 line 20 and col. 4 line 5-6). The first and second 
colorant have an average particle diameter is in the range of 10 to 200 nm and the 
weight ratio of the first colorant to the pigment contained in the second colorant 1 :1 to 
3:1 (col. 4 lines 44-48). The reference further that the dispersant for the second 
colorant may be a polyacrylic acid (col. 4 line 54-col. 5 line 4). The composition as 
taught by Kato appears to anticipate the claimed invention. 

Claims 1-4, 10-12, 15, 16 and 18 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Koitabashi et al (US Patent 6,387,168). 

Koitabashi et al teach an ink composition comprising a first pigment, a second 
pigment and a dispersant, both of the pigments being dispersed in an aqueous medium. 
The reference further teaches that the first pigment is a self-dispersing pigment (carbon 
black) wherein the pigment has functional groups attached directly or through an atomic 
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group to the surface and the functional group is selected from the group consisting of- 
S03M, -COOM, -P03HM and -P03M2 (col. 7 lines 24+). The second pigment may 
also be a carbon black pigment dispersed with a dispersant, wherein the pigment is 
preferable capable of being stably dispersed in the aqueous medium for the first time as 
a result that the polymeric dispersant has been adsorbed on the surfaces of pigment 
particles (col. 9 line 36-col. 10 line 51) and the dispersant may be acrylic acid. The 
weight ratio of the first pigment to the second pigment is in the range of 5/95 to 97/3 
(col. 10 lines 8-11). The printing medium may be paper, nonwoven fabrics, OHP paper 
and leather. The reference further teaches that the a material for forming the coating 
layer comprising a water-soluble resin, water-dispersible resin or the like as a main 
component and a cationic compound, surfactant, filler and/or the like (col. 16 lines 8-44) 
and that the water-soluble resin may be cellulosic resin. The composition as taught by 
Koitabashi et al appears to anticipate the claimed invention. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-8, 15, 16, 18 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Kato (US Patent 6,440,203). 
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Kato is described above, but fails to specifically exemplify the use of dispersion 
with a polyacrylate and sulfonate as claimed by applicant. Therefore, it would have 
been obvious to one of ordinary skill in the art to use the specific dispersion with a 
polyacrylate and sulfonate as claimed by applicant as Kato also discloses the use of 
dispersion with a polyacrylate and sulfonate but shows no example incorporating them. 

Kato and the claims differ in that Kato does not teach the exact same proportions 
(weight ratio) as recited in the instant claims. 

However, one of ordinary skill in the art at the time the invention was made would 

have considered the invention to have been obvious because the compositional 

proportions taught by Kato overlap the instantly claimed proportions and therefore are 

considered to establish a prima facie case of obviousness. It would have been obvious 

to one of ordinary skill in the art to select any portion of the disclosed ranges including 

the instantly claimed ranges from the ranges disclosed in the prior art reference, 

particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In re Geisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 
(CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Claims 5-9, 13, 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Koitabashi et al (US Patent 6,387,168). 

Koitabashi et al is described above, but fails to specifically exemplify the use of 
dispersion with a polyacrylate and sulfonate and interact with a domain cellulose as 
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claimed by applicant. Therefore, it would have been obvious to one of ordinary skill in 
the art to use the specific dispersion with a polyacrylate and sulfonate and interact with 
a domain cellulose as claimed by applicant as Kato also discloses the use of dispersion 
with a polyacrylate and sulfonate and interact with a domain cellulose but shows no 
example incorporating them. 

Koitabashi et al and the claims differ in that Koitabashi et al does not teach the 
exact same proportions (weight ratio) as recited in the instant claims. 

However, one of ordinary skill in the art at the time the invention was made would 

have considered the invention to have been obvious because the compositional 

proportions taught by Koitabashi et al overlap the instantly claimed proportions and 

therefore are considered to establish a prima facie case of obviousness. It would have 

been obvious to one of ordinary skill in the art to select any portion of the disclosed 

ranges including the instantly claimed ranges from the ranges disclosed in the prior art 

reference, particularly in view of the fact that; 

"The normal desire of scientists or artisans to improve 
upon what is already generally known provides the 
motivation to determine where in a disclosed set of 
percentage ranges is the optimum combination of 
percentages", In re Peterson 65 USPQ2d 1379 (CAFC 2003). 

Also. In reGeisler 43 USPQ2d 1365 (Fed. Cir. 1997); In re Woodruff . 16 USPQ2d 1934 

(CCPA 1976); In re Malaqari . 182 USPQ 549, 553 (CCPA 1974) and MPEP 2144.05. 

Allowable Subject Matter 
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Claim 17 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The references alone or in combination fail to teach first pigment dispersion and 
second pigment dispersion, wherein the first dispersion comprises anionically modified 
polyethyleneimine or pentaethylenehexamine. 

Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the Examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica F. Faison whose telephone number is 571- 
272-1366. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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